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DETAILED ACTION 

Acknowledgements 

1. Claims 1-88 are pending. 

2. Claims 15-32, and 47-88 are withdrawn with this action. 

3. Claims 1-14 and 33-46 have been examined. 

Election/Restrictions 

4. Claims 15-32 and 47-88 are withdrawn from further consideration pursuant to 37 C.F.R. 
§ 1.142(b) as being drawn to a nonelectcd inventions, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 13 February 2008. 

Specification 

5. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 C.F.R. § 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

a. A "license module" as in claim 1 and 33; 

b. A "graphical user interface module" as in claims 2 and 34; 

c. A "searching module" as in claims 3, 4, 35, and 36; 

d. An "identification module" as in claims 5, 6, and 37; 

e. A "comparing module" as in claims 7, 8, 39, and 40; 

f. A "generation module" as in claims 12-14, and 44-46. 
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Claim Rejections - 35 USC § 112 2 nd Paragraph 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1-14 and 33-46 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

g. Claims 1 and 33, as well as others, refer to "software products of the first type." It 
is unclear to a person of ordinary skill in this art what constitutes a "type" of software. 
The type boundaries could be as narrow as make word processing software and 
spreadsheet software different types. It could also be referring to productivity software 
and gaming software as a different types, or even Windows software and LINUX 
software as the types. Furthermore, the types could refer to the language the software 
was written in (C++, Java, Basic, etc.), who the vendor is, or the manner it is executed 
(locally, remotely, web-based, etc.). As there are so many different interpretations and 
the boundaries of some are not clearly defined, the Examiner considers this limitation to 
be indefinite, considering there is no clarification provided by the claims or specification. 



Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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9. Claims 1-14 and 33-46 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non- statutory subject matter. 

The body of these claims recites software only. Because the body recites software only, 
the claims are not within one of the 4 statutory classes of invention because software licenses are 
generally thought of as digital documents or sometimes take the form of software for enforcing 
conditions of use. Module is a term often used to refer to a software component. 

Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United Stales. 

11. Claims 1-7, 12-14, 33-39, and 44-46 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Biddle et al. (US 2002/0107809) ("Biddle"). 

12. As to claims 1, Biddle shows: 

A system for identifying a license for a first software product (Product ABC, Figure 2) of 
a first type (Vendorl, Figure 2) installed on a computer system 30, the computer 
system also having at least one other software product (Product XYZ, Figure 2) of 
the first type installed on the computer system comprising: 

a first license (Product ABC, element 89, Figure 2) associated with the first software 
product (Product ABC, Figure 2) installed on the computer; 
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at least one second license (Product XYZ, element 89, Figure 2) associated with the at 
least one other software product (Product XYZ, Figure 2) installed on the 
computer; and 

a license module 83 that compares the first license and the at least one second license 

and selects one of the first and second licenses (Paragraph 0015, step 5) based on 
predetermined criteria (product ID, Paragraph 0059). 



13. As to claim 33, Biddle shows: 

A system for identifying a license for a first software product (Product ABC, Figure 2) of 
a first type (Vendor 1, Figure 2) installed on a computer system 30, the computer 
system also having at least one other software product (Product XYZ, Figure 2) 
of the first type installed on the computer system comprising: 

a first license (Product ABC, element 89, Figure 2) associated with the first software 
product (Product ABC, Figure 2) installed on the computer; 

at least one second license (Product XYZ, element 89, Figure 2) associated with the at 
least one other software product (Product XYZ, Figure 2) installed on the 
computer; and 

wherein each software product of the first type includes a license module that compares 
the first license and the at least one second license and selects one of the first and 
second licenses based on predetermined criteria (distribute, track, and manage 
licenses; Paragraph 0017). 
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14. As to claims 2 and 34, Biddle further shows: 

a graphical user interface module that receives user requests to display and print a license 
for the first software product (Paragraph 0051) (Windows Explorer 87 provides 
the print functionality). 

15. As to claims 3 and 35, Biddle further shows: 

a searching module that searches the computer system and identifies installed software 
products of the first type (where the class is the type, Paragraph 0123). 

16. As to claims 4 and 36, Biddle further shows: 

a searching module that searches configuration data of installed software products on the 
computer system (in the database, Paragraph 0123) and identifies installed 
software products of the first type (where the class is the type, Paragraph 0123) as 
indicated by a product identifier ("key field," Paragraph 0123) contained in a first 
configuration data for the first software product. 

17. As to claim 5, Biddle further shows: 

an identification module (database merge function, Paragraph 0123) that determines the 
first type of the software product (where the class is the type, Paragraph 0123). 

18. As to claims 6 and 37, Biddle further shows: 

an identification module (database merge function, Paragraph 0123) that determines the 
first type of the software product (where the class is the type, Paragraph 0123) by 
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retrieving a product identifier ("key field," Paragraph 0123) from configuration 
data for the first software product. 



19. As to claims 7 and 39, Biddle further shows: 

a comparing module (data association techniques) that identifies the at least one second 
licenses for each of the at least one other software products of the first type 
(Paragraphs 0018 & 0123). 



20. As to claims 12 and 44, Biddle further shows: 

licenses are stored in a protected form (encryption makes it protected, element 91, Figure 
2) and 

the license module comprises: 

a generation module 71 that creates a displayable form of the selected one of the first and 
second licenses for display to a user (both first and second licenses are in the 
database, Paragraph 0068). 



21 . As to claims 13 and 45, Biddle further shows: 

wherein the licenses are stored in an encoded (encrypted) form (element 91, Figure 2) 
and 

the generation module comprises: 

a generation module 88 that decodes the encoded form of the selected one of the first and 
second licenses. 
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22. As to claims 14 and 46, Biddle further shows: 

the licenses are stored in a generic form (as defined by the database) and 
the generation module comprises: 

a generation module that obtains branding text ("Vendorl") for the first software product 
and displays the branding text with the displayable form of the selected one of the 
first and second licenses (as shown in element 87, Figure 2). 

23. As to claim 38, Biddle further shows: 

the product identifier is stored in a registry entry for the first software product (storage of 
license information in the registry is inherent to Windows). 

Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

25. Claims 8-11 and 40-43 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Biddle in view of Ganesan (US 2002/0019814). 

Biddle shows all of the elements of claims 7 and 39, from which these claims depend. 
Biddle does not expressly disclose the use of a developer determined ranking that is 
unencoded and provided with the license. 
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However, Ganesan shows a developer determined (provided as part of the license from 
the developer) ranking (priority) that is unencoded (described as a digit) and provided with the 
license (part of the license) (Paragraph 0303) 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified the teachings of Biddle to include the priorities of Ganesan in order 
to "help the client select the appropriate license when there are multiple licenses available for the 
same content." (Ganesan, Paragraph 0303) 

Claim Interpretations 

26. Claims 1-14 and 33-46 are understood to be system or apparatus claims. As such, they 
are subject to interpretation as outlined by MPEP § 21 14, wherein it says, "While features of an 
apparatus may be recited either structurally or functionally, claims directed to an apparatus must 
be distinguished from the prior art in terms of structure rather than function" and "[Apparatus 
claims cover what a device is, not what a device does." While the Examiner has cited references 
for the functional limitations that do not require an alteration of the structure for purposes of 
compact prosecution, it is his principal position that these elements do not need to be shown in 
order to show anticipation. By way of example only, the Examiner respectfully suggests that 
where a positive recitation is desired (and like always, when supported by the original 
specification), Applicants amend the claims to clearly show the structural elements to prevent 
issues associated with this type of interpretation. 



Application/Control Number: 10/681 ,028 Page 1 0 

Art Unit: 3621 

Conclusion 

27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA MURDOUGH whose telephone number is (571)270- 
3270. The examiner can normally be reached on Monday - Thursday, 7:00 a.m. - 5:00 p.m. 

28. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

29. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

J. M. 

Examiner, Art Unit 3621 



/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



